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1.What is a trade mark?

With Malaysia’s accession to the Madrid Protocol, the new Trademarks Act 2019 (“TMA
2019’) came into force on 27 December 2019, replacing the former Trade Marks Act
1976 (“repealed Act”).

A key change has been what constitutes a trademark with nontraditional marks such as
shape of goods or their packaging, colour, sound, scent, hologram, positioning,
sequence of motion, etc, now being registrable.

The filing date of a trademark application will only be recorded upon fulfilling the formality
requirements and, where the requirements are fulfilled on different days, the last of those
days. It is therefore imperative to ensure that all information and documents required are
complete at the time of filing so as not to delay the filing date.

There is no longer any requirement to file a Statutory Declaration of Ownership, or for
that matter any Power of Attorney, to support the filing of a new trademark application.

It is possible to claim the priority date of an earlier application filed within the last six
months in a Paris Convention country or a member country of the World Trade
Organization. A Malaysia trademark application can also form the basis for a priority date
claim in subsequent applications filed in these countries. It is to be noted, however, that
the priority date will have no effect on the filing date of an application in Malaysia save for
the purposes of searches of prior trademarks conducted by the Registry of Trademarks
(“Registry”) when examining the application.

v — The single class filing system has been changed to a
m multi-class system under the TMA 2019, allowing

trademark proprietors to file for registration of their
trademarks in multiple classes of goods and services
in a single application. Malaysia applies the Nice
Classification of Goods and Services, in which there
are currently 34 classes of goods and 11 classes of
services.

Following the introduction of multiple classes, the
mechanisms for division and merging of application or
registration are introduced under the TMA 2019 to
facilitate trademark owners in managing their
trademark portfolio. A trademark application or
registration covering multiple Classes may be divided
into two or more separate applications or registrations
and separate applications or registrations may be
merged into one single application or registration.
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Division may be useful where, for example, the Registry issues a refusal in respect of only
some of the Classes of goods or services (if a multi-Class application is filed) covered by
the application. The possibility to apply for a division of the application enables the
accepted Class(es) to proceed to registration without being delayed by the refusal issued
in respect of the other Class(es). Once the refusal has been successfully dealt with, it will
also be possible to apply to merge the divided applications, to simplify the management
and administration of trademark portfolios.

2.Registrability of Trademarks

For a trademark to be registrable, it must contain or consist of any letter, word, name,
signature, numeral, device, brand, heading, label, ticket, shape of goods or their
packaging, colour, sound, scent, hologram, positioning, sequence of motion or any
combination thereof; which is capable of being:

1) represented graphically; and
2) distinguishable from goods or services of others.

Where a trademark owner uses several trademarks which resemble each other in
material particulars but differ in respect of say statements or representations as to the
goods or services, number, price, quality, or in respect of colour, they may file an
application for the trademarks to be registered as a series in a single registration. The
differences cannot be distinctive and must not substantially affect the identity of the
trademarks.

Substantive examination by the Registry of a trademark application is based on both
absolute and relative grounds of refusal for registration.

The TMA 2019 contains an extensive list of absolute grounds for refusal which deal with
the registrability of a trademark based on the nature of the mark, its distinctiveness both
acquired and inherent, and public policy, which mirror the criteria of registrable
trademarks under the TMA 2019. The absolute grounds of refusal are:

a) signs which are not capable of being represented graphically and not capable of
distinguishing goods or services of once undertaking from those of other
undertakings;

b) trademarks which are devoid of any distinctive character;

c) trademarks which consist exclusively of signs or indications which may serve, in
trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin, other characteristics of goods or services or the time of production of goods or
of rendering of services;
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d) trademarks which consist exclusively of signs or indications which have become
customary in the current language of the territory or in the bona fide and established
practices of the trade;

e) the sign consists exclusively of the shape which results from the nature of the
goods themselves;

f) the sign consists exclusively of the shape of goods which is necessary to obtain
technical results;

g) the sign consists exclusively of the shape which gives substantial value to the
goods;

h) the trademark consists exclusively of the name of a country;

i) the trademark contains or consists of recognized geographical indications;

j) the use of the trademark is likely to deceive or cause confusion to the public or
contrary to the public or contrary to any written law;

k) it is of such a nature as to deceive or mislead the public as to the nature, quality or
geographical origin of the goods or services;

l) the trademarks are contrary to public interest or to morality;

m) the trademarks contain or consist of any scandalous or offensive matter or would
otherwise not be entitled to protection by any court of law;

n) the trademarks contain a matter which is in the opinion of the Registrar is or might
be prejudicial to the interest or security of the country;

o) the trademarks contain or consist of the name or representation of another person
whether living or dead without consent;

p) the trademarks contain or consist of flag of a country, national emblem, emblem,
insignia or royal arms without authorization of competent authorities or international
intergovernmental organization as specified under the TMA 2019;

q) the trademarks contain or consist of a word which is commonly used as or is the
accepted name of any single chemical element or compound, or which is declared by
the World Health Organization as an international non-proprietary name or which is
deceptively similar to such name;
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r) the trademarks contain or consist of any of the following signs or a sign similar to
any of those signs as is likely to be taken for that sign, such as the word “Patent”,
“Patented”, “By Royal Letters Patent”, “Registered”, “Registered Design” and
“Copyright” or words to the like effect in any language whatsoever.

s) any other signs as specified under the Trademark Regulations 2019.

On the other hand, the relative grounds of refusal are in respect of prior mark citations i.e.
where objections are based on earlier similar or identical trademarks and well-known
trademarks. A mark which is identical to or so nearly resembles a mark that has been
registered or earlier applied for by another proprietor may be refused registration. For this
reason, the examination of an application will include a search by the Registry for prior
rights on record. The search need not be confined to prior applications or registrations in
the same class as the application being examined, because there may be goods or
services in other classes which may be considered to be “of the same description” or
“closely related” to the goods or services applied for.

| The TMA 2019 provides an express recognition of common
law rights under the law of passing off for unregistered
marks and trademarks which offend copyright and
industrial design laws. A trademark application will be
refused registration if its use in Malaysia is prevented on
those grounds and raised by the proprietor of the earlier
right in opposition proceedings. There is also express
recognition of consent by proprietor of the earlier right as a
waiver of the relative grounds objection, though the

Y Registrar retains the discretion to accept such consent,
b, taking into account the interest of the public and the
¥ likelihood of confusion.

Trademark applicants are limited to only one round of
< b responses to a Registrar’s provisional refusal, as opposed
s I to the previous two opportunities to submit arguments
under the Trade Marks Act 1976.

3.Publication of Applications in the Government Gazette

An application that has been accepted will be published in the Government Gazette, and
the Registrar may give written notification of the publication to the applicant’s agent. The
advertisement sets forth the conditions and/or limitations subject to which the application
has been accepted. A party that wishes to object to the registration of the mark as
applied for may file an opposition with the Registry. After the publication of an accepted
application, if there is no opposition, or no successful opposition, an application will be
processed for issuance of the Notice of Registration.
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The Registry will not automatically issue a certificate of registration. If the proprietor
wishes to receive a certificate of registration, a request has to be made to the Registry for
a copy of the certificate of registration along with payment of the official fee.

4.Term of Registration

A registration issued under the current Trademarks Act is valid for an initial period of ten
years from the date of application and is renewable for subsequent ten-year periods.
Registrations issued prior to 1 December 1997 were valid for 7 years and renewable for
subsequent 14-year periods. As the term depends on the date of issue of the certificate,
if in doubt, please consult your trademark advisor for clarification.

5.Revocation or Invalidation

An aggrieved person may apply to the Court for a
registration to be revoked for non-use if inter alia
the use of the goods or services has been
suspended for an uninterrupted period of three (3)
years and there are no proper reasons for non
use. If there has been use of the mark in respect
of some of the goods or services covered by the
registration but not others, there can be partial
removal.

The registration of a trademark may be declared
invalid by the Court upon the application by an
aggrieved person on the grounds that the
registration of the trademark should have been
refused by the Registrar under absolute and/or
relative grounds of refusal under the TMA 2019
(as discussed above).

6.Registrations under the Trademarks Ordinances

Where a proprietor has registered their trademark under all three of the Trade Marks
Ordinances of Malaya, Sabah and Sarawak, the trademark will be deemed a registered
mark under the Trademarks Act of Malaysia. However, if the mark was registered in only
one or two of the component regions, there may be limitations in its effectiveness in
Malaysia. This depends on whether there was a registration or pending application for an
identical or nearly resembling trademark by another proprietor in respect of the same
goods or same description of goods in any of the other component regions.

Due to the uncertainty of effect of Malaya, Sabah or Sarawak registrations issued under
the previous Ordinances, while maintaining the priority date of these old registrations,
many trademark owners file fresh applications so as obtain a registration under the
current legislation that has effect throughout Malaysia.

www.marks-clerk.com.my


http://www.marks-clerk.com.my/
http://www.marks-clerk.com.my/

7.Rights Conferred by Registration

A trademark registration is meant to give to the proprietor thereof the exclusive right to
the use of the trademark in relation to the goods or services covered by the registration,
subject to any conditions or limitations entered on the Register. A registration certificate
issued under the hand of the Registrar of Trademarks is prima facie evidence of
ownership of the trademark. The proprietor can take civil action under the Trademarks
Act against infringement of their rights, or lodge a complaint with the Enforcement
Division of the Ministry of Domestic Trade and Consumer Affairs for appropriate action
under the Trade Descriptions Act 2011.

A trademark registration may be assigned with or without the goodwill of the business
concerned in the goods or services in respect of which the trademark is registered. For
an assignment without goodwill, the mark should have been in use in Malaysia before the
assignment. Assignment of a trademark registration must have been entered on the
Register in order for the Assignee’s entitlement to the registration to be admitted in Court.

Trademark registrations which have been entered on the
Register as associated will be assignable only as a whole
and not separately. If an owner desires to assign only one
of two associated registrations, they shall have to apply
for the association to be dissolved before they may do
s0. Dissolution of association will be permissible if the
Registrar is satisfied that there would be no likelihood of
deception or confusion being caused if that trademark
were used by another person in relation to any of the
goods or services in respect of which it is registered.

A registered proprietor may grant to another party right to
use their trademark in respect of all or some of the goods
or services covered by their registration. They must retain
and exercise control over the use of the mark and over
the quality of the goods or services provided by that
party. Such a party should be entered on the Register as
a Registered User of the trademark and the use of the
mark by a Registered User in accordance with any
stipulated conditions of use will be deemed to be use of
the mark by the registered proprietor.

Marks & Clerk advises on all aspects of intellectual property.

For more information and to find out how we can help register and protect your
trademarks, contact your usual Marks & Clerk attorney or solicitor, or contact our
Malaysia team at malaysia@marks-clerk.com.my.
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