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1.What is an industrial design?

An industrial design refers to the ornamental or aesthetic aspect of an article or product.
The design may consist of three-dimensional features of shape and configuration of an
article, or two-dimensional features such as pattern or ornamentation. The features must
be applied to an article by an industrial process or means. In the finished article, the
features appeal to and are judged by the eye.

The following are not protected under the Malaysian Industrial Designs Act 1996:
. amethod or principle of construction;
. features of shape or configuration of an article which are:
a.dictated solely by the function which the article has to perform — the ‘must-fit’
exclusion;
b.dependent upon the appearance of another article of which the article is
intended by the author of the design to form an integral part - the ‘must-match’
exclusion.

2.Registrability of industrial designs

To be eligible for registration, an industrial design must be “new”, i.e. it has not been
disclosed to the public anywhere in the world (prior to 1st July 2013 only local novelty in
Malaysia was required), and is not the subject of another Malaysia design
application/registration by another party. Disclosure of a similar industrial design differing
only in immaterial details or in features commonly used in the relevant trade will also be
relevant. Disclosures made within six months before the application (or priority date) in an
official or officially recognised exhibition or by a third party as a result of an unlawful act
will be disregarded.

An owner of an industrial design may apply for registration
of:
. the same industrial design for one or more other
articles; or
« any similar industrial design that has been modified
from the first design or has variations of the design
that are insufficient to alter the latter’s character or
substantially affect the latter’s identity.
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However, the subsequent registration shall have the same duration as the original
registered design.

3.Duration and renewal of registered and industrial designs

The term for a registered industrial design in Malaysia is five years from its filing date. This
term may be extended four times, each time for an additional five-year term. Accordingly,
the maximum duration for a registered industrial design is twenty five years from its filing
date. Note that the law prior to 1st July 2013 restricted the extension to two five-year
terms i.e. a total of 15 years, but the new law applies retrospectively to designs filed
before this date.

4.Infringement

The owner of a registered industrial
design has the exclusive right to
make, import, sell or hire out or offer
for sale or hire, any article to which
the design has been applied. They
can take action against any party
who does so without their consent
for infringement of their registration
rights. As a defendant may plead
that they were not aware that the
design has been registered and that
they had taken all reasonable steps
to ascertain whether the design has
been registered, it is advisable to
give due notice of your registration.
This is generally done by clearly
indicating the registration details on
the article itself.

Marks & Clerk advises on all aspects of intellectual property.

For more information and to find out how we can help register and protect your
industrial designs, contact your usual Marks & Clerk attorney or solicitor, or contact our
Malaysia team at malaysia@marks-clerk.com.my.
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